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CONCURRENT USE AGREEMENT

This Coneurrent Use Agreement (“Agreement”) is by and between Stavan Center L.P,aNsw
York limited partnership (“Stavan”) and Woodbury Village Shopping Center Limited Partnership,
a Minnesata limited partnership (“Woodbury Village™) and is effective January 16, 2001.

WHEREAS, Stavan filed a Federal Trademark Application on February 11, 1999 for the
trademark WOODBURY VILLAGE AND DESIGN (stylized lettering and a swan logo) (the
“Mark”) in connection with shopping center services, Serial Number 75/639673 which was published
for opposition in the Official Gazette on May 30, 2000;

WHEREAS, Woodbury Village began uging the Mark for shapping center services as early
as July 1991 and Stavan began using the mark in November 1997,

WHEREAS, Woodbury Village filed a Notice of Opposition to Stavan’s application on June
28, 2000, Opposition Number (@ the “Opposition™);

WHEREAS, Woodbury Village filed a Federal Trademark Application on September 5, 2000
for the Mark in connectian with, among other services, shopping centor services, Serial Number
76/121917; and

WHEREAS, the parties desire to seftle the Opposition and stipulate to concnrrent use of the
Mark; '

NOW THEREFORE, in consideration of the foregoing, the promises herein and other good
and valuable consideration, the receipt and adequacy of which is hereby acknowledged, the parties,
including their affiliates, licensees, successors and assigns, agree and stipulate as follows:

1. The parties agree to conourrent use of the Mark under the following terms:

a. Stavan shall not use the Mark or any confusingly similar variant thereof n the
following states: Minnesota, Wisconsin, Michigan, Ohio, Indiana, llinois, Missouri, lowa,
North Dekota, South Dakota, Nebraska, Kansas, New Mexico, Arizona, Colorado, Utab,
Nevada, Wyoming, Montana, Idaho, Washington, Oregon, California, Alaska or Hawaii
(“Woodbury Village Territory™).

b. Woodbury Village shall not use the Mark or any confusingly similar variant
thereof in the following states: New York, New Jersey, Connecticut, Delaware, District of
Columbia, Maryland, New Hampshire, Vermont, Massachusetts, Rhode Island, Maine,
Penpsylvania, West Virginia, Virginia, Kentucky, North Carolina, South Carolina, Georgia,
Florida, Tennessee, Alabama, Mississippi, Arkansas, Louisiana, Oklahoma or Texas
(“Stavan’s Territory™).
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2. The parties agree not to use or publicly display the Mark, advertise or sell any goods
or provide any services to the consuming public using the Mark in each others’ Territory.

3. The parties agree that there is no likelihood that consumers have been or will be
confused by the concurrent use and registration of the two marks under the terms of this Agreement,
and the parties agree that both parties have used the Mark in commerce and there have been no
instances of confusion. The parties further agree that confusion is unlikely for the following reasons:

The services offered under the Mark, shopping center services, are rendered at a fixed
location and the Mark is used primarily on permanent signs in front of the shopping
center. As such, the Mark is not widely seen or disseminated.

The parties also agree to take reasonable steps necessary in the future to prevent public confusion
concerning their offering of services under the Mark including instructions to their respective officers
and employees to instruct the public, should the occasion arise, that the parties and their services are
not affiliated.

4. The parties agree to take whatever reasonable steps are necessary in order to
effectuate the terms and intent of this Agreement including, but not limited to, stipulating to a
judgment in favor of Woodbury Village in the Opposition, amending each party’s application to
Concurrent Use Proceedings and stipulating to a Request for Concurrent Registrations.

IN WITNESS WHEREOF, the parties have caused this Agreement to be signed by their duly
autharized representatives as of the date first written above, '

Stavan Center L.P.
By: Rumford B L.P.

By: Rumyj;gﬁ.
BY:  / /L_

Cary FJ Staller, V.P,

Prsid.em of the General Partner,
Woodbury Village Shopping Center
Corporation
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MOTION AND CONSENT TO AMEND APPLICATION TO
CONCURRENT REGISTRATION AND
STIPULATION TO TERMINATE OPPOSITION

In re Application Serial Na. X 75639673

For the Mark : WOODBURY VILLAGE
Filed : February 11, 1999
Published in the Official Gazette on May 30, 2000

=T

Woodbury Village Shopping Center

Limited Partnecship

Opposer, Opposition No. 119,479
V.
Stavan Center L.P.

Applicant,

BOX TTAB-- NO FEE

Assistant Commissioner for Trademarks
2900 Crystal Drive

Arlington, VA 22202-3513

MOTION

Applicant moves pursuant to Trademark Rule 2.133, 37 CF.R. § 2.133 to amend uts
application to one for concurrent registration with Opposer’s application, Serial No. 76/121917, such
application being the exception to Applicant’s claim of exclusive use of its mark in its application,
Serial No. 75/639673. The parties have settled this Opposition and submit that the terms and
limitations set forth in the attached Concurrent Use Agreement comply with Section 2(d) of the
Lanham Act and 37 CF.R § 2.42 such that concurrent use should be allowed.
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CONSENT

Oppaoser hereby consents to Applicant's motionto gmend its application to ane for concurrent
registration. ‘

STIPULATION
Based upon the foregoing motion and consent, the parties to this Opposition hereby stipulate

to termination of these proceedings in favor of a concurrent use proceeding and request that this
Opposition be dismissed without prejudice.

SO MOVED AND STIPULATED:

shineh Latifi, Esg?
cker & Latifi, YLP
160 East B4th Stfeet

Suite 5-E
New York, NY 10028
(212) 472-6262

Attarney for Applicant
Stavan Center L.P.

SO STIPULATED. M ; !

ristopher J. Schulte, Esq.
MN. License No. 240801
Meagher & Geer, PLLP
4200 Multifoods Tower
33 South Sixth Street
Minneapolis, MN 55402
(612) 338-0661

Attorney for Opposer
Woodbury Yillage Shopping
Center Limited Partnership
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“Bxpress Mail” mailing label number BLA24382535U8

Date of Doposit: March 9, 2001 ) .

Y hereby certify that thiz paper end fes is being degosited with the United
Btatos Postal Service “Bxpross Mail Post Officato Addrogase” sarvice under
on the date indieated ahava and s addressed to Wox TTAB- NO FER,
Assistam. Commiasianer [or Trademarks, 2900 Crysial Drive, Arlingien,
VA 22202-3513

Christopher J. Schulte

Daie of Signature: March 9, 2001
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